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Objectives

* You will become more familiar with the
following:
— Patent examining procedure After Final
Rejection
— Responses to Applicant’s After Final Reply
— Requests for Continued Examination (RCES)
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Applicant’s Responses After Final

» Responses after final may include:

— After Final Reply
* Amendment to the claims;
* Request for Reconsideration, i.e. arguments or
petitions; and/or
 Additional evidence, e.g. 1.132 Affidavits

— Request for Continued Examination (RCE)
— Notice of Appeal and Appeal Fee
— Appeal brief

5/3/2013 After Final Practice and RCE 4

2



Practice After Final

* Replies After Final should be processed
and considered promptly
— 11 expected average days
» Replies After Final should NOT be
considered by the examiner unless:
— Filed within the Shortened Statutory Period
(SSP); or
— Accompanied by a petition for an extension of
time and the appropriate fee
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Shortened Statutory Period (SSP)

» Shortened Statutory Period (SSP):
— 3 months from the date the final rejection is
mailed
— Can be extended up to additional 3 months
with a petition and appropriate fee

MPEP 706.07(f), Ill
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Examiner’s Response

Examiner’s response to an After Final Reply

may include:

— Advisory Action
» Enter the amendment and respond to arguments
» Deny entry of the amendment and respond to

arguments

— Ex parte Quayle action

— Allowance
» Enter any amendments and allow the case
* Interview to overcome objections and rejections
* Examiner's Amendment
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Advisory Actions

* When the After Final Reply does not place
the application in condition for allowance:
— An Advisory Action (PTOL-303) is sent to the
Applicant

— The advisory action informs applicant that the
SSP for reply expires 3 months from the date
of the final rejection or as of the mailing date
of the advisory action, whichever is later

MPEP 706.07(f), |
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Advisory Action (cont.)

« Once a proper Final rejection has been
entered in an application, applicant or
patent owner no longer has any right to
unrestricted further prosecution.

» Ordinarily, amendments filed after the final
action are not entered unless approved by
the examiner.

See 37 CFR 1.116 and MPEP 714.13
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Advisory Actions (cont.)

Amendment filed after a final Office action, but prior to
the date of filing an Appeal Brief, may be entered if it:

1) Cancels claims or complies with any requirement
expressly set forth in a previous action;

2) Presents rejected claims in better form for
consideration on appeal;

3) Amends the specification or claims upon a showing of
good and sufficient reasons why the amendment is
necessary and was not earlier presented; or

4) Places the application in condition for allowance.
MPEP 714.13, Il — Entry not a matter of right
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Advisory Actions (cont.)

Examiner may refuse to enter an After-Final
amendment, if the amendments to the claims:

1) Would not avoid any of the rejections set forth in the
last Office action, and thus, the amendment would not
place the case in condition for allowance or in better
condition for appeal;

2) Raises the issue of new matter;

3) Presents new issues requiring further consideration or
search; and/or
4) Presents additional claims without canceling any

finally rejected claims so as not to place the
application in better condition for appeal.
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Advisory Actions Processing

Annotate the first page of the amendment
using the Annotate tab in eDAN
* |f the amendment is not entered:
« “DO NOT ENTER”
* Initial and Date
* If the Amendment is entered:

* “OK TO ENTER”
* |nitial and Date
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Knowledge Check A
T ————— |

Once a final rejection that is not premature has been entered in an
application, there is no right to unrestricted further prosecution.

® A)True
~ B)False

Incorrect - The answer is True. Once a
proper Final rejection has been entered in
an application, applicant or patent owner
no longer has any right to unrestricted
further prosecution. 37 CFR 1.116

Correct - Click anywhere to
continue

Click anywhere to continue

'Your answer:

You did not answer this questionl
completely

5/3/2013

Advisory Actions: PTOL-303

+ If the Reply is filed after 2 months from the date of the final
Office action, check box 1a)

* The SSP is 3 months from the mailing of the final rejection or
up to the month(s) the extension fee has been paid

Anolicstion Na. Apolicant(s)
Advisory Action
Before the Filing of an Appeal Brief Examiner ArtUnit |
T of this communication appears on the cover sheet with e CoOmePoNdence JCress «
THE REPLY FU DPLACE THIS APPLICATION N CONDITION FOR ALLOWANCL

NO ROTE
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al THe penod for reply nru(_)mr- rom He mafng date of he Sral regechion
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< D A prr Adwes0ry ACOOn wins masled more a0 3 morthe after the madng 0ate of e Sral repecton ) esponse % 3 fest afer- oyl regly fied
wihin 2 menins of e madng dae of the Snal reection  The turment peshod far repty expres | Menens froen e maskng dafe of
the qvioe Advisoey Acson or SO0 MONTHS from the muing date of e Wil resction, whichewer i sarker
Exarmur Noke 11803 1w chectud chech siher box (s) (b) o (e} ONLY CHECK BOX (b) WHEN THIS ADVISORY AL.I\n“: 'nk
AL REPLY YASCH WAS FILED WITHIN TWO MONT
TUATION SET FORTH UNDER BOX ic) Ses MPEFP

FBLS T RESPONSE 10 APPLICANT S FRST AFTER S
REJECTION. ONLY CHECK BOX (¢)(F THE LUIMITED S
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Advisory Actions: PTOL-303

« If the Reply is filed within 2 months from the
date of the final Office action, check box 1b)

[ Application No Applicantis)

Advisory Action ‘
Before the Flling of an Appeal Brief [ Examiner Art Unit

«The MAILING DA TE of this commu/icanon appoars on the cover sheet with e cormespondence adoress «

n[ REPL \flu,'fmm?hu TO PLACE THIS APPLICATION I8 CONDITION FOR ALLOWANCE

QTICEOF A
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HEJECTION OfLY OvE
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Second Advisory Action: PTOL-303

« If no Notice of Appeal was filed, and a 2" (or subsequent)
Advisory Action responsive to applicant’s 2™ (or
subsequent) after-final reply is necessary:

» If box #1a) was selected in the 15t Advisory Action:
 Check box #1a) in the 2" Advisory Action
* If box #1b) was selected in the 15t Advisory Action AND the 15t
Advisory Action was mailed within 3 months of the date of the final
rejection:
+ Check box #1a) in the 2" Advisory Action to set for the time period
for reply including extensions of time.

 Note that box #1b) should never be selected in a 2" (or

subsequent) Advisory Action following the same final

rejection

5/3/2013 After Final Practice and RCE 16
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Second Advisory Action: PTOL-303

!COﬂt.!

« If all of the following conditions apply, select box #1c) on
your 2" Advisory Action:
— No Notice of Appeal was filed subsequent to the final rejection
— A 1st Advisory Action was issued in response to applicant’s 1t
after-final reply in which item 1, box #1b) was selected
— Subsequent to the 15t Advisory Action, applicant timely filed a 2nd
after-final reply in response to the same final rejection
— The 15t Advisory Action was mailed more than 3 months after the
mailing date of the final rejection
« If box #1c) is checked in the 2" (or subsequent)
Advisory Action, enter the number of months paid for by
applicant’s extension of time
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Second Advisory Action: PTOL-303

Application No. T Applicant(s)
Advisory Action

Before the Filing of an Appeal Brief Examiner Art Unit

[E of this communication 3ppears on the cover sheet with the comesgondence adoress --
FALSITO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE

3 d after 2 fnal mpction No Notce of Appeal 8as been Slsd To avaed abandonmant of this application apphcant must imaly fie
dne of the followng repies (1) an amendment. affcaun or cther evidence, which places $he application in condition for alowance
(2] a Netice of Appeal (wih appeal fee) n compliance wih 37 CFR 4131 or {3 2 Request for Continued Exammnation (RCE) in compliance wih
37 CFR 1134 dthis is a ulity or plam appicaticn . Note ! RCEs are not perméied i desige appications  The reply must be fled mithin cne of
the folomng tme penods
] D The period for reply axpires months from the mafing date of the final rejection
b) D The period for reply expires co: (1) the maiing cixte of thes Adviscry Action, or (2) the date set fodh b the fimal rejection, whichaver is later
Qo event, however, wil 1he statitory penod for reply axpes later Ban SICMONTHS from the mating date of the final rection
m Ackvisoty Acton was malled more thas J months aMer She muxing date of $he final rpg sponse 80 a first after-firal reply filed

hin 2 months of the madng date of fhe Snal rejection. The carrest peridd for reply exprge the fram the sabng date of

FRST RESPONSE TO APPUCANTS £RET AFTERFINAL REPLY WHICH WAS FILED WITHN TWO MONTHS OF THE FINAL
REJECTION. ONLY CHECK BOX (c) N THE LMITED SITUATION SET FORTH UNDER BOX i) Sae MPER 1050711
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Advisory Actions: PTOL-303

Advisory Action mﬂm l m

Before the Filing of an Appeal Brief “Examiner ‘ g‘.’w
Buo-Thery L Ngiyen

«The MAILING DATE of shis communicanon appears on the cover sheet with the correspondonce address -
THE REPLY FILED NS FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE

NOQNOTICE OF APPEAL FILED
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w2 morthe of the crsdng die of the Snal gecion  The curmert penad for reply eagees 1 monttss from the madng date of
e pror Agvisocy Acton of SX MONTHS from the maing date of e Tl repection. whichever i aarbey
Exarmines Note I1box 1 & cheoked chcdleﬂlubw((? by o () ONLVCHECKBOX{M VWHEN THIS ADVISORY ACTION IS THE
EIRST RESPONSE TO APPUCANTS BHST AFTER FINAL REPLY WHICH WAS FILED WITHIN TWO MON THS OF THE FINAL
REJECTION. ONLY CHECK 80X (o) IN THE UMITED SITUATION SET FORTH UNDER BOX (o). Seas MPEP T06 071}
Exiengons of lime may be obtaned Lunder 37 CFR 1 136(a) The daxe on which e petiton under 37 CFR 1 13663) and e appropdate
extenson fee have been hied s the dale for purposes of determrmng the penod of extenson and the corespondng amount of the fee. The
SPEIOOnEate exlanseon fee Lok 37 CFR 1 17¢a) is calculifed Hom {1) Me expeaion dase of the shomensd statutory penod for reply angnaly
achion aﬂ)nsmmlnlh)m[c)m d checked. Any reply seceivad by the Ofice later thanthree months after the
X z . may seduce any eamed padert lerm acustmend. See 3T CER 1 70440)

gt in compliance with 37 CFR &1 37 must be hied sithn bwo moatts of the date of g e
exdnLon Hiereol (37 CFR 41 37(e)), 0 avaxd demissal of Ihe appoal Smnce a Notice of
wwmlhemmocsdmmn.VCFRll 37n)

5 been bled =y mm
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Advisory Actions: PTOL-303

AMEHDMENTS
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NOTE S (See 37 CFR 1 156and AL 23(0))
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Advisory Actions: PTOL-303

Application No. Applicant|s)
Advisory Action
Before the Flling of an Appeal Brlef Examiner Art Unit

AFFIDAVITOR OTHER EVIDENCE

8. B The afdavi oc oter evidence fled afier fingl aclion, but bedors of on the date of filing a Nofice of Appeal wil not be entered bacause
applicant faded o provide 8 showing of good and sufioent seasoes why the affidawt or othar evadence s necessary and was not earer
peesented See 37 CFR 1 118jg)

9 [ The aftdavt or omer evidence filed aher the date of filing the Natice of Appes bt priar o the date of fiing a beed, wi ngt be entered
because the aflidat or ofer evidence taded 1o ovescome all regections under appeal andior appellant ks 1o peovide a showing of gocd
and sufioent reasors why ilis necessary and was not earber presented See 37 CFR 41 33(d)(1)

10. [ The afiidawt or othér evidence is enfered An explanaion of $e siatus of the daims afier entry is balow or stached

REQUEST FOR RECONSIDERATION'OTHER

11 [ The requad for reconsideration has been considesed bul does NOT place the appiicabion in condilion for dlowance bacause

12 [ Nete the atiached infoemation Dvsdlosive Stalement(s) (PTOSBOE) Paper Nols)
13 [ Other. 5000
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Knowledge Check B

The shortened statutory period for reply always
expires on the mailing date of the advisory action.

 A) True

@ B) False
) Incorrect - The answer is FALSE. The
advisory action should inform applicant
that the SSP for reply expires 3 months
from the date of the final rejection or as
of the mailing date of the advisory
action, whichever is later. See MPEP
706.07(f).

Correct - Click anywhere to
continue

Click anywhere to continue

Your answer:

'You did not answer this questionl
completely

5/3/2013
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Ex parte Quayle Action

An Ex parte Quayle action may be issued
when the After Final Reply places the
application in condition for allowance except
for formal matters which are identified for the
first time after a reply is made to a Final
Office action and which require action by
applicant to correct.
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Ex parte Quayle Action (cont.)

« Extension of time fees are not required

» Consider Examiner's Amendment to
resolve formal matters when possible

5/3/2013 After Final Practice and RCE 24
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Interviews

* Interviews may be conducted after the expiration
of SSP for reply to a final Office Action but within
the 6-month statutory period for reply (without the

payment of an extension fee).
— One interview after final rejection may be granted if the

examiner is convinced that disposal or clarification for
appeal may be accomplished with only nominal further
consideration. MPEP §713.09
* Interviews (personal and telephone) must include
an examiner who has negotiation authority, and
who is familiar with the application.
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Allowance: Examiner’'s Amendment

» At the time of allowance, changes made by the
Examiner may be done by Examiner’s
Amendment

« An Examiner's Amendment is typically used to
cancel or amend claims, but also to make formal
corrections to the application, including the
drawings and the specification (e.g., abstract)

MPEP 714.03

5/3/2013 After Final Practice and RCE 26
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Allowance: Examiner’s Amendment (cont.)

Requirements for an Examiner's Amendment:
— Must be signed by a primary examiner
— Must be authorized by applicant in a formal
interview (personal or telephone)
* Include an Interview Summary as appropriate
—When an Examiner's Amendment is made to
the drawings, the applicant still must provide

replacement drawings reflecting the changes
made by the Examiner's Amendment

5/3/2013 After Final Practice and RCE 27

Allowance: Examiner’s Amendment (cont.)

* When a complete first reply to a Final
Office action is filed within 2 months of
the date of the final Office action:

— An examiner's amendment may be made
without the payment of extension of time fees

even if the examiner's amendment is made

more than 3 months from the date of the Final
Office Action

— However, examiner's amendment cannot be
made after the 6-month statutory time period

5/3/2013 After Final Practice and RCE 28
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Allowance: Examiner’s Amendment (cont.)

 When a complete first reply is filed after 2
months from the date of the final Office
action:

— Applicant’s authorization to make an
amendment to the application must be made:
« Within the 3-month SSP; or

« Within an extended period for reply that has been
petitioned and paid for by applicant

MPEP 706.07(f), Il and 37 CFR 1.136(a)
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Allowance: Examiner’s Amendment (cont.)

« An examiner’'s amendment correcting only
formal matters which are identified for the first
time after a reply is made to a Final Office action
would not require any extension fee

* When an examiner's amendment is necessary
after the SSP for reply has expired, applicant
may file the required petition and fee or give
authorization to the examiner to make the
petition of record and charge a specified fee to a
deposit account (use FP 13.02.02).

5/3/2013 After Final Practice and RCE 30
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Knowledge Check C

Which of the following are true about an Examiner's
Amendment? (Check all that apply.) Correct-A, B, and D are true.

“| A) Must be signed by a primary examiner C is false because an examiner’s
amendment cannot be made after
the 6-month statutory time period
(MPEP 706.07 (f), I).

| B) Must be authorized by applicant

_| €) May be made after the 6-month statutory time period | E is false because an Examiner’s
Amendment may be used to make
| D) Is typically used to cancel or amend claims changes to the drawings;
however, the applicant still must
provide replacement drawings
reflecting the changes made by

the Examiner’s Amendment
(NMDPED 1202 NA\

_| E) cannot be used to make changes to the drawings

Incorrect — Please try again

You did not answer this questionl
completely

5/3/2013

Request for Continued
Examination (RCE)

MPEP §706.07(h)

5/3/2013 After Final Practice and RCE 32

216



Request for Continued Examination (RCE)

What is it? 37 CFR 1.114 (a)

» A procedure under which an applicant may
obtain continued examination of an application
in which prosecution is closed, meaning the
application is under:

+ A final rejection or appeal
* A notice of allowance, or

* An action that otherwise closes prosecution in the
application (such as Ex parte Quayle)

* An RCE is not the filing of a new application

5/3/2013 After Final Practice and RCE 33

RCE: Conditions for Filing

Applies to:
 Utility or plant applications filed under
35 U.S.C. §111(a) on or after June 8, 1995
 International applications filed under
35 U.S.C. §363 on or after June 8, 1995
(national stage only)

5/3/2013 After Final Practice and RCE 34
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RCE: Conditions for Filing (cont.)

Does not apply to:
(A) a provisional application;
(B) an application for a utility or plant patent
filed under 35 U.S.C. §111(a) before
June 8, 1995;

(C) an international application filed under 35
U.S.C. §363 before June 8, 1995;

(D) an application for a design patent; or

(E) a patent under reexamination.

5/3/2013 After Final Practice and RCE 35

RCE: Time for Filing

An applicant may obtain continued examination of
an application by filing a request for continued
examination (PTO/SB/30), a submission and the
fee set forth in 37 CFR 1.17(e) prior to the earliest
of:

(A) payment of the issue fee (unless a petition under 37
CFR 1.313 is granted);

(B) abandonment of the application; or

(C) the filing of a notice of appeal to the U.S. Court of
Appeals for the Federal Circuit or the
commencement of a civil action (unless the appeal
or civil action is terminated).

5/3/2013 After Final Practice and RCE 36
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RCE: Submission Required

 Mere request for RCE and payment of the
fee is not sufficient to avoid abandonment

of the application

* Submissions include, but are not limited to: an IDS;
an amendment to the written description, claims, or
drawings; new arguments; or new evidence in support
of patentability

* Must include a reply to the final rejection that meets
the reply requirements of 37 CFR 1.111 (e.g., an
amendment filed with the RCE or a previously filed
After Final amendment)

5/3/2013 After Final Practice and RCE 37

RCE: Submission Not Fully Responsive

If the submission is not a bona fide attempt
to provide a complete reply:
« Treat as an improper RCE that does not stop the
period for reply

* “Notice of Improper Request for Continued
Examination” (Form PTO-2051) is prepared and
mailed by the technical support personnel

Examples:

a) A reply to a final Office action includes the submission
of IDS only

b) An amendment that cancels all of the claims in an
application without any new or substitute claims

5/3/2013 After Final Practice and RCE 38
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RCE: Submission Not Fully Responsive

¢

If the submission is a bona fide attempt to provide
a complete reply:

+ Inform applicant, state the reasons why, and give a
new shortened statutory period of one month or 30
days (whichever is longer) to complete the reply - Use
FP 7.42.08

Examples:

a) Non-compliant amendment: an amendment that is not
in compliance with 37 CFR 1.121

b) Presentation of claims for different invention (i.e.,
applicant cannot switch inventions) — e.g., an
amendment presenting only claims drawn to a non-
elected invention

5/3/2013 After Final Practice and RCE 39

RCE and Application Status

 After Ex Parte Quayle action:
— Must include a reply to the Ex Parte Quayle action

» After Allowance:

— Includes, but not limited to, an IDS, amendment, new
arguments, or new evidence

 After Appeal:

— Must include a reply under 37 CFR 1.111 to the final
rejection (May consist of a statement that
incorporates by reference the arguments in a
previously filed appeal brief or reply brief)
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RCE: After Appeal

» Before decision by the Board:

— Treated as a request to withdraw the appeal
and to reopen prosecution, regardless of
whether the RCE is proper or improper

— For Improper RCE:

* No claim is allowed: the application is abandoned

* At least one allowed claim: application is passed to
issue on the allowed claim(s)

* At least one claim is allowed but formal matters are

outstanding, applicant has 1 month or 30 days to
correct the formal matters (see FP 7.42.01-7.42.14)
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RCE: After Appeal (cont.)

« Within 2 months of the decision by the
Board, but before filing of a Notice of
Appeal to the CAFC or commencement of
civil action:

— For proper RCE: appeal is withdrawn and
prosecution is reopened

— For Improper RCE: send PTOL-90 with FP
07.42.16
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RCE: After Appeal (cont.)

For RCE filed After Appeal to the CAFC or
civil action:
» Consult your SPE
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Knowledge Check D
e ——— |

In an RCE, an amendment presenting only claims drawn to
a non-elected invention is considered fully responsive.

A) True .
Incorrect - The correct answer is

¢ B) False FALSE. Applicants cannot file an
RCE on the basis of claims that are
independent and distinct from the
claims previously examined as a
matter of right (i.e., applicant cannot
switch inventions). See 37 CFR
1.145 and MPEP 706.07(h)VI(B).

Click anywhere to continue

Correct - Click anywhere to
cont

'Your answer:

You did not answer this questionl

completely

5/3/2013
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Summary

You should now be more familiar with the

following:

— Patent examining procedure after Final
Rejection

— Applicant’s Responses After Final and the
Associated actions required of the Examiner

— Policies regarding Examiner’'s Amendments,
Advisory Actions, and Requests for
Continued Examination (RCESs)
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Questions?

Thank you
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